
What Yo Need to I< 
about Patents ,... .. ...,c,, 

c tents, once a legal backwater, have become incscasingly iml3ortant to business. 

ing materials, and manufacturing equipment. 
He was the Automotive Patent Counsel for 
AlliedSignal Inc. (now Honeywell 
International) for 26 years. 

What must be included in a patent application? 
A patent application includes a drawing (except in patents relating to chemical 

compositions), a detailed description, and claims. The detailed dcscription must be 
thorough and include the best way the inventor knows of to implement the invcn- 
tion (comn~only called the best mode rcquircmcnt). Since the patent will be 
invalid if the written description withholds anything that is required to make and 
use the invention, the written description must be careS~11ly prepared, and an inven- 
tor should tell the patcnt attorney if anything "special" is required to make or use 
the invention. However, the writtcn description should be written so that it is rea- 
sonably understandable to the inventor (and anyone clsc). Clain~s are a bit differ- 
ent - they tlel'ine the invention and are the most important part of the patcnt. It is 
difficult, but an inventor should try to understand the claims as much as possible, 
and be willing to suggest changes if necessary. Recent court decisions make it 
unlikely that the scope of the patcnt will be expanded beyond the literal mcaning 
o f  the claims. 

. . *  A 

The number of new patent applications filed in the [Jnited States Patent and 
Trademark Office sets new records every year (over 350,000 last year, co~ripared 
with just ovcr 100,000 twenty years ago), and awards in patent lawsuits arc somc- 
times enormous. Dr. Gary Michelson, a practicing orthopedic surgeon who also 
invented several extremely valuable devices used in spinal surgery, recently won 
$550 million from Medtronic, a large manufactura- of medical devices. Yet patents 
remain somewhat of a mystery to many business people. 

What is a patent? Why do I need to get a patent on  my inventron7 
A patent 1s a right granted by the Fedcral Government to ( > ~ l l ~ r f ( ~  otlzrl c rroni 

maklng, usmg md scll~ng the mventlon covered by the pcltenL Notc that the 11ght 
I \  negatlvc - a pdtcnt docs not grant the light to rnanufactune the mvent~on A per 
fcctly v,ll~cl patent may be granted on an rnvention that mdy not be manufactured 
because it mfrmgc\ 'in cal l~e l  valid pdtcut Patents nlc grarrted to encourage bus1 
ness to develop and manufacture new proclucts, wh~cli few L V O L I I ~  do ~t t h e  1s no 
plotect~on q ,ml< t  ltnock ofrs Vobody 1s to~cctl to ohtam .I p'ltent ,in rnventlon 
may bc rnalltetcd w~thout bang patented as long as it doc511'i intrlnge another 
patent 

What are the requirements for obtaining a patent? 
According to the patent ytatute, an invention must be "~lcw, ~ ~ s c f u l  and nonob- 

vious" to be patenlable. "Nonobvious" is a legal concept that lawycrs argue over, 
and is difficult, if not impossible to define. In the real world, most inventions are a 

. .  . 
result of an attempt to solvc a prohlcrr?, and swh olutirms, !! uniq~!e, arc probab!y 
patentable. Sometimes. the solution to a problem is exceedingly simple. h ~ ~ t  I-ecog- 
nizing and defining the problem is the invention. This too is potentially patentable. 
An invention may he very simple and still be patentable. Most of Dr. Michclson's 
inventions arc not structurally coniplicated, but they make a big difference to 
patients suffering from back pain. 

Is a search requ~red before f111ng the application7 
A se'irch 1s not icqu~red, but may be usetul Tradltlonally, 5ea1chcs have been 

made manudlly ( ~ n  a pdtent o t f~ce  or an lndcpcndent much  fdchty) through 'I tirin 
that speclnl~~cs  In \earch~ng Manual searches are cxpcnslve m i  generally t,iltc 
\everal weeks W~th the Internet, '1 far cheaper dnd fdstel akrndtlvc 1s dv,lllable 
free through the 1JS P'itent Olfice web srtc (www uspto b'ov) 'I he \lie mdlte\ ~t 
rcl,itively easy for ,ln ~nventor to search, md  cop~cs of patent5 ( o,7~,, It (1 ,  ,r PW 6 
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may be downloaded ~nexpen\wely A s p c c d  bioww plug-~n 
I S  rcqu~red and IS available at the websitc Internet se'irchec ale 
not as rcl~able as mmual searches, rna~nly because intcinci 
scnrchc\ rely on key words, and the same rncchnnlcal elements 
are called d~ffcrent names by drflcrcnt people The patent 
oft~ces of other count~lec, also often malntaln web s~tes  tl~tough 
which pdtents may he searched 

Would I be better off keeprng my lnventlon as a trade 
secret? 

Yo11 may be. Many Inventions In the nletd treatment 
~ n d u s t ~  y lnvolvc proccsse\ performed III the shop, and therefore 
may be kept a5 t ~ a d c  secrets Hut cautlon ss aclv~sed For 
example, can the product be exnrn~ned to ~ c v e J  how ~t was 
treated'! Can the secret be rc\trlcted to the shop owner ol to d 

Iew key employee?, or do nll employees need to know? Is the 
secret revealed to vrsltors tou~mg the shop', Must the secret be 
levealed to vendors, who must be placed under '1 signed agicc- 
nlcnt of conf~tlential~ty? M'tlnta~nmg a tradc seclet takcc ettort, 
but t ~ d e  secrets cdn be masnta~necl ~ndcfmtely (the forniula ior 
Coke has been rnarntnlned as a tldde secret for ovel one hun- 
dred yedr5') 'Gadc secrets may be Irccnsed 7 he Ireenwe must 
be obl~gnted to malnta~n seclecy m d  to take precdutmn5 dg'isnst 
di\closurc It the trade secrct 1s d~scovcred ~ndcpenclently, the 
t ~ a d e  sccrct 1s lost It ~s very unusual to rna~nta~n trddc seelet 
to1 mole than a few y e a s  'The c h o m  hetween '1 trnde sccrct 
and a patent is often dlff~cult Remember also thd  a patent 
must include a complctc dssclosure, and m y  ~nfrrngcment m'ty 
be difficult to detect I F  capable of being pcrtolrncd bchlnd 
c lo~ed  shop doors 

Any common p~tfalls? 
Current Un~tcd States I,LW ~ccluae? that a patcnt q ~ p l ~ c a t ~ o n  

be f ~ l c d  within one year d t e r  an mventron 1s fnst disclosed 
publ~cly, docilbcd In a pimted publicat~on or o/erpd lor sale 
(not ncceswrsly sold). Forclgn comtrlcs bar a patent for arly 
sale or disclosure before the f ~ l ~ n g  date Accordingly, 11' 
patents m countries outside of the Un~ted States are needed, 

Do I need patents In other co~ntr ies? 
Since a patent protects against infringement by making or 

using or selling the invelltion, a patent in any country can be 
enforced ag;linst inlportecl proclucts produced in countries 
where the ir~velltor docs not have a patent. Of course, a truly 
global business must he concerned with obtaining patents in 
countries where tl:c invention might be manufactured and solcl 
other than in thc country where the business is based. In the 
metalworking and metal treatment industry, these countries 
probably iricluclc countries of Europe, Japan and possibly 
others, such as China. Obviously, it is not practical to obtain 
patents cverywhcre. 

How do I obtain patents in other countries? 
The attorney who filed the domestic application will corrc- 

sponcl with attorneys or agents in foreign countries to file appli- 
cations there. Hy intcniational treaty. almost all countries agree 
to grant a "right of pi-iority" which grants a filing date in each 
country the same as the ilatc (commonly ref-.erred lo as the 
"priority date") that the domestic applicalion was filed in the 
inventor's borne co~nltry, so disclosure a11d sale of thc invention 
may be made after the initial case is filed without putting for- 
eign coverage in Jeopardy. However. the laws in cvery country 
differ. Accordingly, it may not be possible to obtain a patcnt in 
every country and the claims awarded will allnost certainly be 
different. Furthermore, the laws as to what is patentable also 
differ. For cxamplc, some countries limit inventions relating to 
clrugs m d  medical devices; in the LJnited States software is 
generally patentable, but the European Patent Office is far more 
restrictive. (Patent applications in Europe may be I'ilcd and 
cxanli~lecl in your choice or English, French or German through 
the European Patent Office which, if allowed, may be used to 
obtain automatic patcnt grants, provicled translations into the 
local language arc filed, in European countries selected shortly 
after the application was filed.) Co,rii,,iieri oil ,io,pc x 
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I must disclose my invention next week. What do  I do? 
{Jnited States law permits filing am informal "Provisional 

Patent Application", which docs not require claims and may 
accordingly be filed relatively quickly, provided that a com- 
plete, formal application is filed within one year. (Any foreign 
applications must also be filed at the end of the ycar). Since 
the provisional application will only he as effective as the c o n -  
plcteness of the disclosure, the provisional application should 
be profession:zlly prepared if at all possible. In a real emer- 
gency, a copy of the disclosure material itself may be filed, but 
if this is done, another application (either another provisional 
application or the formal application) should be filcd as soon as 
possible thereafter (without waiting until the end of the year). 

When will my patent application be available to the 
public? 

Most countries ptlblish patcnt applications 18 months after 
the filing or priority date. The 7Jnited States allows an inventor 
to postpone publication of the invention until the patent is 
issucd if the inventor agrees that no corresponding applications 
will be filcd outside of thc (Jnitecl States. 

When do patents expire'? 
Most patents now heing issucd expire 20 ycars trom the 

earliest filing date of the formal patent application (somc 
patents involve more than one application). In the United 
States. some patents are extended heyond 20 years to compcu- 
sate for ~ ~ n ~ ~ s u a l  delays in the Patent Ofl'ice or, for cxarnple, for 

- - - ~ - - - --- - 

delclyr In ohtamng t e g ~ l ~ ~ t o r y  .~pploval (thew extcn\ron\ nor- 
ma114 will he prrnted on thc Lmt page ot the p'ltent) If a p row 
s~onal clppl~catron wd$ t~ lcd .  the 20 y c x  prr lod 1s countccl from 
the hhng of the forrnd cipplicntron, not the filmg date of the 
provisional appl~c~l t~on Oldel Un~tetl States pntcnt5, some ot 
wh~ch are 5t1ll valttl, cxp~re  17 yedl-s trom the date that the 
pitent was rswed (mstead of the t h g  date) There w'is ,I 

phase 111 per~od whcn both jystcms were m cftect Accordrngly, 
d LL cr~ttcal dec1\1011 must be made as to whcn prxtlce ol (ln 

~nvent~on cove~ed by .In cxplrrng pntent 1s perm~tted, po les  
\~onal  adv~ce should be obtiuned It a fllrng I \  ba\ed on :I 

prov15lonal or a prrorlty qq~l~cat ron,  explr'ltion of the I e\ult~ng 
patcnt ~c 20 yea15 from the f~llng date ot  the formal appl~catton 

What happens after I frle a patent applrcatlon? 
Wlthm a ycar 01 ro, depending upon the b ~ k l o g  rn the 

aiea of the patent o t t~cc  to whlch the applrc'tt~on 15 ass~gned, a 
communtcatmn (cornrnonly rcfeired to  as an "otf~cc 'Lct~on" or 
"oftic~al actlon") wdl be rece~vcd ttom the patcnt ollrce exam 
Inel Some cases are allowed w~thout iequliing ,I Icsponw. but 
th15 I <  r x c  Normally, cla~ms mujt be mmlded ancllor nlgu 
mcnt$ must be f~led Mnny, bul not all, patent applrcat~ons 'ue 
allowed after 1h1s ~ n ~ t l a l  re\pon\c Some n p p l ~ c ~ ~ t r o n ~  w11l 
recervc addrtlonal offrce actrons ancl w ~ l l  lcqulte ncldttm~,~l 
rc\ponbes. At some pomt, the examlricr w ~ l l  Iscue a ilnd d e c ~  
slon (commonly ~clcn-cd to or a " l ~ n ~ ~ l  rejectron") 7 he mvcn- 
tor then either mujt accept what the exa~nmcr 15 w~llrng to 
allow. g ~ v c  up, or appcal the rclcctlon (the US Patent 0 I i1w 
~ncludc$ n Hoaid of Appcd\, w h ~ h  heals thc\e appeal\) 

( i nrrnired oil p i i j ~  I 0  

. . . becuuse your part is tlze 
most inzportant part 

innovative Peening Systems 
21 50 Hoggs Road, Suite 400 
Duluth, Georgia 30096 

Telephone: (770) 497-9552 
Fax: (770) 497-0393 
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How much d o e ?  it cost? 
Attorney See\ vary greatly h r g e  l~nrrc In large crt~cs 

cha~gc much more than smaller t ~ r m s  In mallcr  c~t ic \  tor the 
same work Imdltlonally, law trim5 charge a rate per hour, 
mult~plred by the n~lmber of hour\ required to do the work In 
my experrencc, smaller h m s  are rnmc responslvc to \rnallcr 
chents and there 15 lrttle d~f l e~cnce  In work qual~ty Many. but 
not all, i~ rms  ,ue wrlling to quote ii l~xed See tor prepnrmg a 
parttc~ilar '~ppl~catron, w h ~ h  t d k e ~  much of the gucs\rng out of 
trying to budget a fmal cost 01 course, the trme requ~red 
v a r w  wrth the complexity ol the case, but most patcnt dppltca- 
tmns w~l l  requlre 15-20 hours ot attolney t ~ m e  to prepare tor 
hlmg In .~dd~tlon, one or more rcsponseslarguments to the 
Bxmmer wlll prohdbly be ~ e c l u ~ ~ e d ,  wh~ch w ~ l l  Incur an add-  
tlondl chnrge Vmous fees mu\t be p a d  to the Patent Ottrce, 
whlch are ~ncreased every y e x  Costs of obtamrng patent\ In 
other count~res w ~ l l  be as h ~ g h  or hrgher than the cost ot obtarn 
Ing a Un~tcd State5 patcnt, because LI t~an\latlon 1s ~~sual ly  
~nvolved m d  bccc~u\c tees rn nimy countr~cs are Inore thm In 
the Iln~tcd States 

Does a small corpordtron havc d chance? 
I bcllcve that pdcnts ale rno~c vdui~hle to s~ndller corpora 

lions than to g~ants A l a ~ g e  ent~ly can compete on s ~ r e  alone 
Does anyone redly thmk that Dr M~ckclson would havc had a 
chmcc against Mcdtron~c ~f he d~dn't  havc patent\, More hkcly, 
111 M~ckelson, were there no p ten t  system. would never have 

made his inventions in the first place. or would havc kepi them 
secret and used therrl only in surgeries he perfornml himself. 
That would have been a real tl-agecly, especially for anyone 
sulTcring from back pain. 1 am sure that Dr. Micl<elson's legal 
Sees went well into seven figures, and hc was unusual in that he 
was already wealthy. However, most patents are never litigated. 
When a company suddenly has a competitor after a patcnt 
covering one of its products expires, the value oS the patent 
becomes apparent, even though it was never litigated. 

Therc are other reasons for obtaining patents other than the 
obvious competitive reason to protect a product against compe- 
tition. Even if a patent does not cover a product sold by its 
ownci-, patents establish a reputation in a technical area, are 
useful as "trading material" to trade for technology owned by 
others, and for many other reasons. Patents may be licensed, 
which is a way lo exploit an invention that an inventor is 
unable to exploit. Dr. Mickelson's initial relationship with 
Medtronic was through a liccnsc of an earlier invention. 
Medtronic refused to recognize his later patents. 

All companies, both large and small, simply must take 
patents seriously. II a court finds that a patent has been willS~ully 
infringed. the court can sward the patentee attorneys' fees 
and awar-ti punitive damagcs oS as much as triple the actual 
damages. ( A  portion of Dr. Miclwlson's award was puniti vc 
damages). 1 have heard otherwise savvy busincssmcn say that 
patents don't mean much because 80% o f  patents are invalid 
whet1 litigated. This rnay havc been true thirty years ago, but is 
most certainly not true today. I11 fact the situation is revcrsetl- 
about 80% ot patents arc hclcl vald toddy 1 

- - - - 

mllr l ,  ,,-a d --- -- --- a?-- 1 --- i vvnere can you ~ m u  answers 
to your heat treating problems? 

- 

straigl 

len 

problem between a ma 

hip. 

terial supplie rand I heat 
treater when both are pointing at the other guy? 

Ever had a good part come back from heat treating distorted or with the wrong 
properties? . . 

Ever wonder why a part or die just doesn't seem to work right, or try to figure out 
why a part costs so much? 

HTS membership has the answers. 
The ASM Heat Treating Society, the world's largest society for heat treaters, has you covered with 
time-proven solutions that you can apply TODAY and new ideas that will help you TOMORROW. 

Get HTS membership working 
for you. Join taday at 1-27- Asw 

I .  org/hts. \-/ 
An Afi l iaie Socieh, of ASM lnternotlunal 
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